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JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner's rejection of clains 21, 23 and 33-37,

whi ch constitute all the clainms remaining in the application.

The di scl osed invention pertains to a nethod and
apparatus for enhancing security with respect to
identification of a user of a business termnal.

Specifically, the invention considers three different security
nmeasures. First, the invention alters the keyboard
configuration on a touch-screen display to make finger pattern
novenent irrelevant to an observer. Second, the invention
alters the location of the keyboard on a touch-screen displ ay
to make surreptitious copying nore difficult. Finally, the

di scl osed i nvention checks a signature input by the user as a
formof identification in addition to the standard persona

i dentificati on nunber.



Appeal No. 95-3991
Application 08/233, 546

Representative claim2l1 is reproduced as foll ows:

21. A process for enhancing security with respect to
identification of a user of a business terminal in a system
conprising the foll ow ng steps:

(a) providing a conbined touch screen and display on
whi ch a chosen one of a plurality of keyboard configurations
may be displayed in a chosen |ocation on the display, with
certain areas of the display representing different keyboard
values at different tines in accordance with the particul ar
keyboard configurati on chosen;

(b) providing a particular keyboard configuration in a
chosen | ocati on on the display;

(c) entering personal identification data into the
conbi ned touch screen and display by contacting sel ected areas
of the configuration on the conbined touch screen and di spl ay
on which data representati ons appear;

(d) providing an area for entry of a user signhature on
t he screen;

(e) entering a user signature on the conbi ned touch
screen and di splay; and

(f) verifying the identity of the user of the business

term nal by conparison of the personal identification data and
the signature with correspondi ng data contained in the system

The exam ner relies on the follow ng references:

Hi rsch 4,479, 112 Cct. 23, 1984
Dunkl ey et al. (Dunkley) 4,752, 965 June 21, 1988
Thr ower 4,857,914 Aug. 15, 1989
Cairns 4,962, 530 Cct. 09, 1990
Wnn et al. (Wnn) 4,970, 655 Nov. 13, 1990
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Skl ar ew 4,972, 496 Nov. 20, 1990

Robert Cowart, Mastering Wndows 3.1, Special Edition, 1993,
pages 16-17 and 418-419 (W ndows).

Clains 21, 23 and 33-37 stand rejected under 35 U S. C
8§ 103. As evidence of obviousness the exam ner applies the

prior art as follows:

1. daim?21 - the teachings of Wnn, Sklarew and
Dunkl ey;
2. Caim23 - the teachings of Wnn, Sklarew, Dunkley,
Thrower and Hirsch;
3. daim33 - the teachings of Wnn, Sklarew, Dunkley,
Thrower, W ndows and Cai rns;
4. Caim34 - sanme as claim33;
5. Caim35 - the teachings of Wnn, Sklarew, Dunkley,
W ndows, Thrower and Hirsch;
6. Caim36 - the teachings of Wnn, Sklarew, Dunkley,
Thrower, Cairns, Wndows and Hirsch;
and
7. Caim37 - the teachings of Thrower, Cairns,
W ndows and Hirsch.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for

the respective details thereof.



Appeal No. 95-3991
Application 08/233, 546

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants'
argunments set forth in the brief along with the exam ner's
rational e in support of the rejections and argunents in
rebuttal set forth in the exam ner's answer

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 21, 23 and 33-37. Accordingly, we
reverse.

In rejecting clainms under 35 U.S.C. 8§ 103, it is

i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. G r. 1988).
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In so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art

as a whole or know edge generally available to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-WIey
Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cr.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);: ACS

Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Gr. 1992).
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1. The rejection of claim?21.

The exam ner asserts that Wnn teaches the steps of
claim 21 except for the handwiting entry, the touch screen
and the signature verification. The exam ner cites Skl arew
for teaching that handwiting entry on a touch screen is an
art-recogni zed alternative to keyboard entry. The exam ner
cites Dunkley for teaching signature verification for security
pur poses [answer, pages 5-6]. In the examner’s view, all the
steps of claim 21 are suggested by these three references, and
the only issue is whether it would have been obvious to
conmbi ne the references within the neaning of 35 U S.C. § 103
[ answer, pages 6-7].

Appel I ants argue that the references relied upon,
whet her taken separately or in conbination, do not show or
suggest the step of providing a chosen one of a plurality of
keyboard configurations as recited in step (a) of claim?21, or
the entering of personal identification data and a user
signature on the touch screen as recited in steps (c) and (e)

of claim2l [brief, pages 21-22].
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Al t hough we can agree with the exam ner that the broad
recitations of entering personal identification data and a
user signature on a touch screen woul d have been suggested to
the artisan by the applied prior art, we agree with appellants
that none of the applied prior art suggests the step of
provi ding a chosen one of a plurality of keyboard
configurations on the touch screen display. The preferred
enbodi nent of Wnn uses a conventional, fixed keyboard 20.

Al t hough Wnn suggests that a touch screen could replace the
keyboard [colum 6, |ines 58-62], Wnn would suggest not hing
nore than that the fixed nmechani cal keyboard could be a fixed
touch screen keyboard. None of the art applied by the

exam ner has any suggestion of a changi ng keyboard
configuration wherein the display represents different
keyboard val ues at different tines.

Since the exam ner has not identified how the applied
prior art teaches step (a) of claim21l, and since we can find
no basis in the applied prior art for the obviousness of step
(a) of claim?21, we conclude that the exam ner has failed to

establish a prima facie case for the obvi ousness of claim?21l.
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Therefore, we do not sustain the rejection of claim?21l based
on the prior art applied by the exam ner.

2. The rejection of claim?23.

Cl ai m 23 depends fromclaim21 and adds the step of
selecting a particular one of the plurality of keyboard
configurations to over-ride the keyboard configuration
provi ded by the systemin response to data read by a card
reader. Since claim23 depends fromclaim2l, the prior art
teachi ngs of Wnn, Sklarew and Dunkl ey al so do not suggest the
i nvention of claim23. However, the exam ner has added the
teachi ngs of Thrower and Hirsch in support of the rejection of
claim23. Thrower and Hirsch each teaches the concept of
varyi ng the appearance of a keyboard display to enhance the
security of data input. In our view, the additional teachings
of Thrower and Hi rsch woul d have suggested to the artisan the
obvi ousness of broadly changi ng keyboard configurations on a
touch screen display. The exam ner also cites the general art
of automated teller machi nes (ATMs) as an exanple of using a
personal card to enter data into a business termnal.

Finally, the exam ner also asserts that the configuration of
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an ATMis user-specified such as when naking the nultiple
| anguage sel ection [answer, pages 8-10].

Appel | ants argue that "the exam ner has failed to cite
as a reference any ATM machi ne whi ch enpl oys the process
recited in claim21 or in which data is entered froma user’s
personal card by use of a reader to select a particular one of
a plurality of available keyboard configurations to over-ride
t he keyboard configuration provided by the system as recited
in claim?23" [brief, page 26].

We find ourselves in agreenent with appellants. The
exam ner’s reliance on the supposed operation of generic ATM
systens i s unsupported by the prior art relied on in the
rejection. It is also clear that a user-selected input in any
of the machines of the applied prior art does not result in
the over-ride of a keyboard configuration. The applied prior
art teaches either the automatic changi ng of a keyboard
configuration (Thrower and Hirsch) or a keyboard configuration
whi ch does not change at all (Wnn). The exam ner’s
contention that the applied prior art suggests the clained

over-ride of a keyboard configuration sinply is not supported

10
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by the prior art applied against claim23. Therefore, we do
not sustain the examner’'s rejection of claim23 based on the
prior art applied by the exam ner.

3. The rejection of clains 33 and 34.

The exam ner notes that claim33 is parallel to claim
21 except that instead of dealing with a plurality of keyboard
configurations, claim33 deals with a plurality of different
| ocations on different portions of the display, and claim 33
recites a "depiction"” of the keyboard [answer, pages 10-11].
The exam ner asserts that the different |ocations on different
portions of the display would have been obvious in view of the
applied prior art. The exam ner also cites Wndows as an
exanpl e of noving a keyboard during entry of information. The
exam ner cites Cairns for teaching the changing of a keyboard
depi ction [answer, page 11].

Appel  ants argue that the "references relied upon are
believed to be lacking in a show ng or suggestion of a
capability of noving a keyboard configuration depiction to
di fferent |ocations on a conbined touch screen and di spl ay”

[brief, page 28]. W agree with appellants’ assessnent. W

11
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fail to see how the broad teaching of an ability to nove a

wi ndow i n the Wndows operating environnent would have
suggested the claimed step of noving the |ocation of a
keyboard depiction on the touch screen of a business term nal.
The exam ner has not applied any prior art which relates to
the clained security feature of selecting one of a plurality
of different |ocations on a touch screen for displaying a

depi ction of a keyboard. W do not sustain the rejection of
cl ai m 33 based on the applied references.

Cl aim 34 depends fromclaim33 and is rejected on the
same conbi nation of references. Therefore, the rejection of
claim33 clearly cannot be sustained. W note for the record,
however, that the exam ner now argues that Thrower teaches the
changi ng of keyboard | ocations as recited in the claim
[answer, page 24]. W view Thrower as teaching the relocation
of keys within the keyboard area, but not the rel ocation of
the keyboard itself. Specifically, Thrower teaches
"scrolling" the character-to-key assignnents to nmake it
i npractical for an observer to interpret the inputted

i nformation. Thrower states that "[b]y 'scrolling" the array

12
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of assigned characters is nmeant a stepw se shifting of the
lines of characters within the array in any coordi nate
direction thereof” [colum 2, lines 19-21]. W viewthis
passage as teaching that the keyboard array does not change
| ocations, but only the key assignnents are scrolled. Thus,
Thrower does not suggest the changing of the |ocation of the
depi ction of the keyboard configuration fromone |ocation to
another as recited in claim 34.

4. The rejection of claim35.

The exam ner basically relies on the argunents nade
agai nst claim 34 as supporting the rejection of claim35
[answer, pages 14-15]. For purposes of our consideration, it
is sufficient to note that claim35 recites a processi ng neans
"capabl e of displaying any one of a plurality of selected
keyboard configurations in any one of a plurality of different
| ocations on different portions of the display.”" For reasons
di scussed above with respect to the rejection of clains 33 and
34, this concept of changing the | ocation of the keyboard on

the display is not suggested by any of the prior art

13
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ref erences applied by the exam ner. Accordingly, we do not

sustain the rejection of claim35.

5. The rejection of claim36.

Claim36 has a recitation substantially the sane as
the recitation quoted fromclaim35 above. None of the
applied prior art teaches this feature for reasons di scussed
above. Therefore, we do not sustain the rejection of claim
36.

6. The rejection of claim37.

Claim37 is broader in many respects than the other
i ndependent clains, but claim37 recites the step of
overriding the provided keyboard configuration with a
configuration selected by the user in response to data read
froma personal card. Al the argunents nade by the exam ner
in support of the rejection of claim 37 have been consi dered
i n our discussion above. Appellants argue that "[n]owhere in
any of the references has there been found a showi ng or a

suggestion of the concept of enploying data froma user’s

14
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personal card entered by a card reader to over-ride a provided
keyboard configuration and replace it with a configuration
selected by the user” [brief, page 34].

For reasons di scussed above with respect to claim 23,
we agree with appellants that the over-ride feature of claim
37 is not suggested by any of the applied references.

Therefore, we do not sustain the rejection of claim37.

In summary, we have not sustained any of the
exam ner’s rejections of the clains based on the prior art
applied by the exam ner. Accordingly, the decision of the

exam ner rejecting clains 21, 23 and 33-37 is reversed.

REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JERRY SM TH ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
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LEE E. BARRETT
Adm ni strative Patent Judge

Dougl as S. Foote
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Law Depart nent
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Dayt on, Onhi o 45479- 0001

16



